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AMERI CAN | TALI AN PASTA
COMPANY
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BARI LLA G E R FRATELLI -
SOCI ETA PER AZI ONI'?

Before Hairston, G endel, and Zervas, Adm nistrative
Trademar k Judges.

By the Board:

On July 21, 2004, Anerican Italian Pasta Conpany filed
a notice of opposition against application Serial No.
781367032 on the ground that applicant’s mark BARI LLA —
AMERI CA' S FAVORI TE PASTA (AMERI CA'S FAVORI TE PASTA
di scl ai med), when used on applicant’s “pasta, pasta products,

namely neals consisting primarily of pasta, nacaroni sal ad,

! This order corrects the record to reflect that applicant is

Barilla G E. R Fratelli - Societa per Azioni, and not Barilla
Alimentare S.p. A. Notwithstandi ng the nane change recorded with
t he USPTO Assi gnnment Services Branch (Reel 2852, Frame 0797), the
Board instituted this proceeding in applicant’s forner nanme. The
Board regrets the error.
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pasta sal ad, sauces for pasta,” so resenbles opposer’s
previously used mark AVERI CA'S FAVORI TE PASTA for the sane or
simlar goods, the subject of opposer's pending application
Serial Nos. 76497190° (AMERI CA'S FAVORI TE PASTA) and 76497489*
(AMERI CA' S FAVORI TE PASTA and design), as to be likely to
cause confusion. On Septenber 14, 2005, the Board granted
opposer’s notion to anend the notice of opposition to add the
claimthat applicant, at the tinme of filing its application,
did not have a bona fide intention to use the mark in
comerce. On Cctober 18, 2005, applicant filed an answer
whi ch denied the salient allegations of the anended notice of
opposition, and pleaded the follow ng affirmative defenses:

Opposer has conceded that AMERI CA' S

FAVORI TE PASTA is not inherently

distinctive in connection with its pasta

products.

Opposer’s al l eged AMERI CA' S FAVORI TE

PASTA mark | acks acquired

di stinctiveness, and the opposition

thereby fails to state a cl ai mupon

which relief can be granted.

The opposition is barred by the

equi tabl e doctrines of |aches and/or
est oppel .

2 Application Serial No. 78136703 was filed June 18, 2002
based on an allegation of a bona fide intent to use the mark in
commerce under Section 1(b) of the Trademark Act.

3 Application Serial No. 76497190, filed March 14, 2003,

al l eges use in comerce since May 2002, seeks registration
pursuant to Trademark Act Section 2(f) as to AVERICA' S FAVORI TE
PASTA for “pasta,” and disclai ns PASTA.

4 Application Serial No. 76497489, filed March 14, 2003,

al l eges use in commerce since Septenber 1997, seeks registration
pursuant to Trademark Act Section 2(f) as to AVERICA' S FAVORI TE
PASTA and design for “pasta,” and disclains PASTA
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The al | eged trademark AVERI CA'S FAVORI TE

PASTA is m sdescriptive of Opposer’s

goods, which |ack the requisite market

share to support such cl aim

On January 30, 2006, applicant filed a notion for
summary judgnent or, in the alternative, to reopen
di scovery. The notion has been fully briefed.?
APPLI CANT” S MOTI ON FOR SUMVARY JUDGMVENT
Applicant’s notion for summary judgnent all eges that

opposer's pleaded mark AMERI CA'S FAVORI TE PASTA is nerely
descriptive of pasta, that the mark has not acquired
di stinctiveness as an indicator of source, and that the mark
i's incapabl e of acquiring distinctiveness. \Wile applicant
did not plead the affirmative defense that AVERICA S
FAVORI TE PASTA is incapable of acquiring distinctiveness as
a trademark, opposer did not object to the notion on that
basis and the parties, in briefing the summary judgnent
noti on, have treated the issue of whether AMERI CA'S FAVORI TE
PASTA i s incapable of functioning as a trademark on its
merits. |Indeed, opposer, in the preface to its brief in
opposition to the summary judgnent notion, states that the
“single issue” before the Board is whether in view of the

evi dence of trademark use by opposer, applicant is entitled

° Qpposer’s March 20, 2006 notion to substitute exhibits to
supply two declarations mssing fromthe exhibits subnmitted with
its opposition to applicant’s notion for summary judgnent is

gr ant ed.
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to sunmary judgnment on the basis that the mark is incapable
of functioning as a trademark and that this issue “envel opes
all subissues” related to the notion for sunmary judgnent.
Accordi ngly, the Board deens applicant's answer to have been
anended, by agreenent of the parties, to allege that
opposer's mark AVERI CA'S FAVORI TE PASTA i s incapabl e of
acquiring distinctiveness as a trademark. See Paranount
Pictures Corp. v. Wite, 31 USPQ2d 1768, 1772 (TTAB 1994),
aff'd (unpub’d), 108 F.3d 1392 (Fed. G r. 1997).

In an effort to determ ne the summary judgnent notion
as expeditiously as possible, an exhaustive review of the
record will not be provided. It is presuned that the
parties are famliar with the record. The Board has
carefully reviewed the notion for summary judgnent, the
response, the reply brief, and all acconpanyi ng evi dence.

In a notion for summary judgnent, the noving party has
the burden of establishing the absence of any genui ne issues
of material fact and that it is entitled to judgnent as a
matter of law. See Fed. R Civ. Pro. 56(c); and Cel ot ex
Corp. v. Catrett, 477 U.S. 317, 106 S. C. 2548 (1986). In
assessi ng each notion, the evidence nust be viewed in a
light favorable to the non-novant, and all justifiable
inferences are to be drawn in the non-novant's favor. In
considering the propriety of summary judgnent, the Board may

not resolve issues of material fact; it may only ascertain
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whet her such issues are present. See Lloyd' s Food Products
Inc. v. Eli's Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cr
1993); Opryland USA Inc. v. Geat Anerican Misic Show Inc.,
970 F.2d 847, 23 USPQd 1471 (Fed. Cir. 1992); Ode Tyne
Foods Inc. v. Roundy's Inc., 961 F.2d 200, 22 USPQ2d 1542
(Fed. Cr. 1992).

Wi | e opposer’s applications are not the subject of
this proceedi ng, opposer has pleaded ownership of the
applications. A review of the applications reveal s that
opposer has sought registration under Section 2(f), and this
constitutes an adm ssion by opposer that the phrase
AMERI CA' S FAVORI TE PASTA is nerely descriptive of the
appl i ed-for goods, pasta. Yamamha International Corp. v.
Hoshi no Gakki Co., 840 F.2d 1572, 6 USPQ2d 1001, 1005 (Fed.
Cir. 1988). Moreover, opposer’s opposition to applicant’s
nmotion for summary judgnment does not contest that the phrase
AMERI CA'S FAVORI TE PASTA is nerely descriptive as applied to
pasta. Accordingly, because there is no genuine issue of
material fact with respect to nere descriptiveness,
applicant’s notion for sunmary judgnent is granted as to
t hat i ssue.

We now turn to applicant's two remaining contentions in
its summary judgnent notion, i.e., that the mark has not
acquired distinctiveness as an indicator of source, and that

the mark is incapable of acquiring distinctiveness. Upon
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careful consideration of the argunents and evi dence
presented by the parties, and appropriate resol ution of al
reasonabl e inferences, we find that there are genuine issues
of material fact as to, at a mninmum whether the term
AMERI CA' S FAVORI TE PASTA is incapable of indicating the
source of opposer’s pasta and distinguishing it fromsimlar
products made by others, and whether the term AMERI CA' S
FAVORI TE PASTA is regi strabl e under the provisions of
Section 2(f) because it has acquired distinctiveness through
use and pronotion since 1997 in connection with opposer’s
pasta. See In re Boston Beer Co. L.P., 198 F.3d 1370, 53
USPQ2d 1056 (Fed. G r. 1999)(THE BEST BEER I N AMERI CA so
hi ghly | audatory and descriptive as applied to beer and ale
that it is incapable of acquiring distinctiveness); In re
W eswood, Inc., 201 USPQ 400 (TTAB 1978) (AMERI CA' S FAVORI TE
POPCORN found to be nerely | audatory epithet describing
claimed popularity of applicant's goods, unregistrable in
t he absence of conpelling proof of acquired secondary
meani ng) .

Accordingly, with respect to the issues of whether the
term AVERI CA'S FAVORI TE PASTA is incapable of indicating the

source of pasta, and whether the term AMERI CA'S FAVORI TE
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PASTA has acquired distinctiveness, applicant’s notion for
summary j udgnment is denied.®
APPLI CANT” S MOTI ONS TO EXTEND AND TO REOPEN DI SCOVERY
Before turning to applicant’s notion to reopen
di scovery as an alternative to its notion for summary
j udgnent, we address applicant’s notion to extend di scovery
whi ch was pending at the tine applicant filed its notion for
summary judgment.’ Specifically, on Novenber 1, 2005,
appl i cant noved to extend discovery for two days on the
grounds that the Board's Septenber 14, 2005 order granting
opposer’s notion to anend the notice of opposition and
resetting discovery to close Novenber 1, 2005 had not been
received for alnost two weeks after it issued, and that on
Cct ober 18, 2005, counsel for applicant had been involved in
a car accident that inpaired counsel’s ability to work. In
its opposition to the requested extensi on opposer contends,

in view of the many prior extensions to which opposer

6 The parties should note that evidence subnitted in

connection with a notion for sunmary judgnment is of record only
for consideration of the notion. Any evidence to be considered
at final hearing nust be properly introduced in evidence during
the trial period. See Levi Strauss & Co. v. R Joseph Sportswear
Inc., 28 USPQ2d 1464 (TTAB 1993); Pet Inc. v. Bassetti, 219 USPQ
911 (TTAB 1983); Anerican Meat Institute v. Horace W Longacre,
Inc., 211 USPQ 712 (TTAB 1981).

! After applicant filed its notion for summary judgnent,
applicant filed a stipulated notion to extend trial dates.
Applicant’s request for reconsideration of the Board s January 4,
2006 order approving the parties’ stipulated notion notes that
the Board s order should be corrected to reflect that the
stipulated notion extended only to trial periods, and not

di scovery. The request for reconsideration is granted.
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consented, that the instant request is excessive; that on
the | ast day of discovery the injured attorney was able to
serve a third request for docunents, a fourth request for
adm ssions, and a third set of interrogatories; that
applicant did not seek opposer’s consent before filing the
nmotion to extend; that on Novenber 3, 2005 applicant served
opposer with eight additional interrogatories, 44 requests
for adm ssion, and 11 requests for docunents; that the
shortness of the requested two day extension conbined with
the failure to notify opposer that the two day extension was
sought results in a unilateral extension for applicant; and
t hat under these circunstances applicant has failed to show
good cause for its extension.

W find that the tinme |lost by applicant due to the
delay in receiving the Board’ s order and due to counsel’s
injury constitutes good cause for the extension. However,
the Board al so agrees that applicant’s failure to notify
opposer that it was seeking a two day extension prior to the
expiration of the two day extension results in a unil ateral
extension for applicant. Opposer’s argunent that opposer
shoul d al so receive the benefit of an extended di scovery
period is well taken. Applicant’s notion to extend
di scovery is granted to the extent set forth at the end of

this order.
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We now turn to applicant’s notion to reopen di scovery
as an alternative to its notion for summary judgnent.
Applicant argues in the alternative that discovery should be
reopened to allow applicant to take di scovery, including
deposition testinony and a subpoena duces tecum regarding
the recently discovered consuner study which opposer
forwarded to applicant on Decenber 1, 2005. Opposer
contends in opposing the notion that applicant had the study
for nore than six weeks before noving to reopen, that
applicant has been dilatory, that this is another attenpt to
del ay proceedings, and that, if reopened, discovery also
shoul d be avail abl e to opposer.

| nasnmuch as it was plainly inpossible for applicant to
take di scovery on a consuner study which was not produced
until after discovery closed, we find that applicant’s
negl ect in taking discovery on the consuner study is
excusable and that it is entitled to take discovery relating
to the consuner study. Applicant’s notion to reopen
di scovery is granted to the extent set forth at the end of

this order.?®

8 Qpposer’s March 2004 “Brand Heal th Tracki ng Study” was

mar ked confidential and will not be described in detail.

However, the Board notes that this study, which was subnitted by
both parties in connection with the notion for sunmary judgnent,
does not appear to be probative as to any issue in this

proceedi ng. The study does not involve opposer’s mark AMVERI CA' S
FAVORI TE PASTA. Rather, the study is directed to understandi ng

how consuners perceive six of the different brands opposer owns

(one of which is the Mieller’'s brand with which AMERICA' S

FAVORI TE PASTA is used) conpared to conpetitors in the dry pasta
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In sum applicant’s notion for summary judgnent is
granted in part as to the affirmative defense that the term
AMERI CA' S FAVORI TE PASTA is nerely descriptive, and is
denied in part as to the affirmati ve defenses that the term
AMERI CA' S FAVORI TE PASTA is incapable of acquiring
di stinctiveness as a trademark and has not acquired
distinctiveness as a trademark. Applicant’s notion to
extend discovery for two days is granted. Qpposer is
ordered to respond to the discovery requests served Novenber
3, 2005 within thirty days fromthe nmailing date of this
order. Applicant’s notion to reopen discovery for the
limted purpose of seeking discovery regardi ng the consuner
study is also granted. However, to avoid the unil ateral
extension to applicant of an unrestricted discovery period,
we W Il reopen discovery without restriction to subject
matter. Accordingly, discovery is reopened for thirty days,
for both parties, without restriction to subject matter.

Proceedi ngs are resuned. Discovery and trial dates are

reset as foll ows:

mar ket, and what features drive brand choice by consuners. The
study does not address consuner perception of opposer’s use of
its AMERI CA'S FAVCORI TE PASTA marks.

10
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D SCOVERY PER (D TO QLCBE August 15, 2006

Thirty-day testinony period for party in Novenber 13, 2006
position of plaintiff to cl ose:

Thirty-day testinony period for party in January 12, 2007
position of defendant to cl ose:

Fifteen-day rebuttal testinony period to February 26, 2007
cl ose:

11



